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DETAILED ACTION 
Drawings and Specification 

1 . The drawings and specification are objected to as failing to comply with 37 CFR 
1.84(p)(5) because they include the following reference sign(s) not mentioned in the description: 
511 and 512 of Fig. 5; 610 of Fig. 6; 710 of Fig. 7. A proposed drawing correction, corrected 
drawings, or amendment to the specification to add the reference sign(s) in the description, are 
required in reply to the Office action to avoid abandonment of the application. The objection to 
the drawings will not be held in abeyance. 

2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: 320 of Fig. 3; 700 of 
Fig. 7. A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 

Double Patenting 



3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter, Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 
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5. Claims 18-30 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 18-30 of copending Application No. 10/164445 (which in action of 
March 25, 2004, of Application No. 10/164445 the Examiner withdrew the restriction 
requirement and examined the entire application comprising claims 1-30). This is a provisional 
double patenting rejection since the conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may riot be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 18, 21-25, 28-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norman et al. (5,294,975) in view of the applicant’s disclosure of prior related art. 

As for claims 18, 21-25, 28-30, Norman discloses a wafer configured to be scanned by a 
beam wherein said wafer comprises an alignment target comprising: a reflective member; a non- 
reflective field proximate to said reflective member comprising a scattering structure thereby 
enhancing contrast; scattering structure comprises at least one edge slope; edge slope is formed 
by boundaries between poly and no poly areas; a checkerboard pattern; a reflective member 
comprises a metal (Figs. 2 and 3; col. 2, lines 15-65); shining a beam of light onto a wafer; 
reflecting a portion of said beam of light from a reflective member; reflecting a reduced portion 
of said beam of light from a non-reflective field; scattering a portion of beam; identifying a 
current position based on contrast; adjusting the position of said wafer based on information (col. 
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1, lines 45-65; col. 3, lines 5-26). As for a photodetector, Norman is silent. However, Norman 
suggests there is a photodetector for light intensity is measured (Fig. 4). Applicant’s disclosure 
of background art teaches the use of a photodetector to gather light intensity for position 
information (page 1: paragraphs 1 and 2 of applicant’s disclosure). Therefore, it would be 
obvious to one skilled in the art to have the method and apparatus comprise a photodetector in 
order to gather light intensity for position information. 

8. Claims 19, 20, 26, 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norman et al. (5,294,975) in view of the applicant’s disclosure of prior related art further in 
view ofOkada et al. (5,777,792) 

As for claims 19, 20, 26, and 27, Norman in view of applicant’s disclosure of prior art 
discloses everything as above (see claims 18 and 25). As for the non-reflective, scattering field, 
Norman is silent concerning an absorptive material, but he suggests it for the grid pattern appears 
dark (col. 1, lines 50-51) with maximized contrast (col. 3, lines 33-35). However, Okada teaches 
that polycrystalline materials for semiconductors are highly absorptive (col. 2, lines 45-55). 
Therefore, it would be obvious to one skilled in the art that the non-reflective field comprises an 
absorptive material for polycrystalline materials are highly light absorbing. 

Fax/Telephone Numbers 

If the applicant wishes to send a fax dealing with either a proposed amendment or a 
discussion with a phone interview, then the fax should: 

1) Contain either a statement “DRAFT” or “PROPOSED AMENDMENT” on the fax 
cover sheet; and 

2) Should be unsigned by the attorney or agent. 




Application/Control Number: 10/792,185 
Art Unit: 2877 



Page 5 



This will ensure that it will not be entered into the case and will be forwarded to the examiner as 



quickly as possible. 

Papers related to the application may be submitted to Group 2800 by Fax transmission. 
Papers should be faxed to Group 2800 via the PTO Fax machine located in Crystal Plaza 4. The 
form of such papers must conform to the notice published in the Official Gazette, 1096 OG 30 
(November 15, 1989). The CP4 Fax Machine number is: (703) 872-9306 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Gordon J. Stock whose telephone number is (571) 272-2431. 

The examiner can normally be reached on Monday-Friday, 10:00 a.m. - 6:30 p.m. 



gs 

July 19, 2004 




/\ Zandra V. Smith 
^ Primary Examiner 
Art Unit 2877 




